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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 9-11,15 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Huang (6,523,978). 

3. T he recitation " a decorative illuminated article adapted for use with a lighting 
string" has not been given patentable weight because the recitation occurs in the 
preamble. A preamble is generally not accorded any patentable weight where it merely 
recites the purpose of a process or the intended use of a structure, and where the body 
of the claim does not depend on the preamble for completeness but, instead, the 
process steps or structural limitations are able to stand alone. See In re Hirao, 535 
F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 
USPQ478, 481 (CCPA 1951). 

4. Huang discloses a wiring assembly including a length of wire having a first end 
and a second end the first end connected a male insert (end of 43), the second end 
connected to a lighting assembly (50,60), a hollow enclosure (20) including a decorative 
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element contained therein (wiring 60 is meant to elastically form decorative shapes, 
thus fulfilling this limitation), a collar having a hold through which the wire is inserted 
(22), the collar slidably positioned between the first end and second end (it is assumed 
that first and second end are referring to that of the wire) the collar having an interior 
surface adapted to receive the neck (43, fig 4), a threaded gasket positioned around the 
neck (30); the lighting assembly comprises a plurality of LEDs and a base for supporting 
the LEDs (50,60). 



Claim Rejections - 35 (JSC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-5,8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Huang above, and further in view of Blanton (6,109,765). 

3. Huang discloses the claimed invention except for the recitation of a clip attached 
to the wire for receiving a light bulb from the lighting string. Blanton discloses a clip 
attached to a light string assembly for holding a bulb (abstract, 15, fig 1). As shown by 
Blanton, the clip is attached to a bulb and subsequently the wiring attached to the bulb. 
Huang discloses a wiring assembly including a length of wire (42) having a first end and 
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a second end the first end connected to a male insert (43) the second connected to a 
lighting assembly (41,42), a hollow enclosure including a decorative element (wiring 60 
is meant to elastically form decorative shapes, thus fulfilling this limitation), the lighting 
assembly comprises a plurality of LED's and abase for supporting the plurality of LED's 
(60, 50). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to include the teaching of a bulb holding clip of as taught by 
Blanton in the device of Huang for the purpose of providing a means for holding a bulb 
to a desired location. 

• Blanton discloses: at least two substantially parallel segments connected at one 
end and having a circular void there between (16, 20,21); the void dimensioned 
to receive a light bulb (20, fig 1); the segments are sufficiently flexible to partially 
and temporarily separate to receive a light bulb within the void (abstract); the first 
and second segment joined at one end (bottom portion of 15) and a first void and 
second void formed between the first segment and the second segment (1 st void 
20, 2 nd void 19); 

4. Claims 16-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lee (5,964,520) and further in view of Yen (5,599,092). 

5. Lee discloses the claimed invention except for the recitation of a hollow 
enclosure. Lee discloses a wiring assembly including a length of wire having (12) a first 
end and a second end (fig 5), the first end being connected to a male insert (46, fig 5), 
and second end connected to the lighting assembly (a second end as shown in figure 5 
is connected to the lighting assembly as well as the male insert, but is nonetheless 
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connected to the lighting assembly) the male insert comprising a base (46, 42,40 
(husk), the husk including pair of resilient tabs (22,24) having a fixed end flexibly 
attached to and extending angularly from opposed sides of the husk in a coaxially 
aligned spaced apart relation wherein each tab is adapted to deflect in a direction 
towards the opposed tab upon application of a biasing force and protrude in a direction 
away from the opposed tab upon removal of the biasing force(figs 3-5). Yen discloses a 
hollow enclosure including a decorative element contained therein and a neck having an 
opening sized to be received by a lighting assembly (Fig 3). It would have been obvious 
to one of ordinary skill in the art at the time the invention was made to implement the 
teaching of a decorative hollow body as taught by Yen over the lighting device of Lee for 
the purpose of providing Lee with a decorative device adaptable for use with a light 
string. 

With regards to the lighting assembly of Lee having a plurality of LED's, the 
examiner takes Official Notice that the use of LEDs is old and well known in the 
illumination art. It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to substitute an LED for the light source in the system of Lee in 
combination with Yen. One would have been motivated since LEDs are recognized in 
the illumination art to have many desirable advantages, including reduced size, high 
efficiency, low power consumption, long life, resistance to vibrations, and low heat 
production, over other light sources. 
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Allowable Subject Matter 

6. Claims 6,12-14 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. The prior art cited does not teach the first 
void dimensioned to receive a wire and the second void dimensioned to receive a bulb, 
the collar having ribbing or knurls. 

7. Claims 18-25 are allowed. 

8. The following is a statement of reasons for the indication of allowable subject 
matter: The prior art cited, in combination, does not provide sufficient motivation to 
overcome the limitations as recited in claim 18, including the combination of the wiring 
assembly as recited with the collar having an interior surface threadably receiving the 
neck and a clip removably attached to the wire the clip including a circular void 
dimensioned to receive a light bulb from a lighting string. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anabel M. Ton whose telephone number is (571) 272- 
2382. The examiner can normally be reached on 08:00-16:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sandra O'Shea can be reached on (571) 272-2378. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Anabel M Ton 
Examiner 
Art Unit 2875/ 
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